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DETAILED ACTION 

1. This action is responsive to application filed 11/13/2000. 

2. Claims 1-25 are currently pending in this application. Claims 1,13 and 25 are 
independent claims. 

3. If a copy of a provisional application listed on the bottom portion of the 
accompanying Notice of References Cited (PTO-892) form is not included with this 
Office action and the PTO-892 has been annotated to indicate that the copy was not 
readily available, it is because the copy could not be readily obtained when the Office 
action was mailed. Should applicant desire a copy of such a provisional application, 
applicant should promptly request the copy from the Office of Public Records (OPR) in 
accordance with 37 CFR 1 .14(a)(1 )(iv), paying the required fee under 37 CFR 

1 .19(b)(1 ). If a copy is ordered from OPR, the shortened statutory period for reply to 
this Office action will not be reset under MPEP § 710.06 unless applicant can 
demonstrate a substantial delay by the Office in fulfilling the order for the copy of the 
provisional application. Where the applicant has been notified on the PTO-892 that a 
copy of the provisional application is not readily available, the provision of MPEP 
§ 707.05(a) that a copy of the cited reference will be automatically furnished without 
charge does not apply. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
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form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this 
or a foreign country or in public use or on sale in this country, more than 
one year prior to the date of application for patent in the United States. 

5. Claims 1-6, 9, 13-17, 20-21, and 24-25 are rejected under 35 U.S.C. 102(b) as 
being anticipated over Ebrahim, US Patent No. 5,970,505 issued Oct. 19, 1999 filed 
Mar. 31, 1997(hereinafter '505). 

In regard to independent claim 13, '505 teaches, collaboration among multiple 
sets of authors of related documentation books in a documentation set wherein each 
book in a set written by multiple authors constitutes a single domain, and multiple of 
these domains constitute the documentation set such that each domain may be 
independently administered, be geographically dispersed, be on different computer and 
operating systems, and be connected by either a corporate intranet, or the public 
internet, networking infrastructure, see '505 col.1, lines 61-67 through col. 2, lines 1-3; 
compare with claim 13 "transmitting identification of reference material cited by the 
author in the manuscript to the communications network from the first communications 
device", 

'505 also teaches, method for linking data in a document set including a plurality 
of books written by different groups of authors. The first step involves an author of a first 
book tagging an information unit (iunit) in that book with a tag that provides information 
about the iunit, including a semantic attribute and a unique identifier. The author then 
exports the tag to a tag repository that is accessible to all groups of authors, see '505 



• 
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col. 2, lines 8-12; compare with claim 13 "receiving the identification of the reference 
material cited by the author at the database; associating a distinctive key with the 
reference material cited by the author; storing at the database a copy of the reference 
material cited by the author and the associated distinctive key", 

'505 also teaches, An author of a second book can then access the tag 
repository and select a tag whose corresponding information they would like to import 
into the second book. The semantic information is preferably a meaningful description 
provided by the author of the first book that is viewable and searchable in the tag 
repository to enable an iunit of a desired semantic type to be selected for importation 
into the second book, see '505 col. 2, lines 13-15; compare with claim 13 "transmitting a 
request for a copy of the reference material from the audience to the database using the 
second communications device; and transmitting a copy of the reference material from 
the database to the audience in response to the database receiving the request for a 
copy of the reference material from the audience". 

In regard to dependent claim 14, '505 teaches, The tag repository can also be 
distributed across a plurality of networked nodes running a filesystem, see '505 col.2, 
lines 61-67; compare with claim 14 "transmitting the distinctive key associated with the 
copy of the reference material from the database to the author " 

In regard to dependent claim 15, '505 teaches, An author of a second book can 
then access the tag repository and select a tag whose corresponding information they 
would like to import into the second book. The semantic information is preferably a 
meaningful description provided by the author of the first book that is viewable and 
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searchable in the tag repository to enable an iunit of a desired semantic type to be 
selected for importation into the second book, see '505 col. 2, lines 13-15; compare with 
claim 15 "citing the distinctive key associated with the copy of the reference material in 
the manuscript; and obtaining the distinctive key from the manuscript by the audience; 
wherein transmitting a request for a copy of the reference material from the audience to 
the database includes transmitting a request having the distinctive key to the database". 

In regard to dependent claim 16, '505 teaches, When invoked, the tagfinder 
shows the contents of the docset hierarchically by accessing each Docdomain.sub.-- 
URL and its constituents. This mode of operation can be achieved with conventional 
Web browsers, which display documents comprising many subdocuments by 
automatically retrieving each subdocument pointed to by a parent document, see '505 
col. 10, lines 3-9; compare with claim 16 "the reference material cited by the author in 
the manuscript is a website ". 

In regard to dependent claim 17, '505 teaches, the tag repository can comprise 
a single, global tag repository stored on a single computer and accessed through 
network protocols such as HTTP (hypertext transfer protocol), in which case the access 
could be from an HTML-based browse. In another embodiment the tag repository can 
be distributed across multiple computers that permit access to the tags through a variety 
of means, such as Web browsers, remote procedure calls (RPC) and client-server 
engines, see '505 col. 10, lines 3-9; compare with claim 17 "receiving a copy of the 
website at the database from the communications network for storage; wherein 
transmitting a copy of the reference material from the database to the audience in 
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response to the database receiving the request for a copy of the reference material from 
the audience includes transmitting a copy of the website to the audience". 

In regard to dependent claim 20, '505 teaches, group/book/docdomain ("atm" 
is an abbreviation for asynchronous transfer mode). Table 1 represents the contents of 
the file, "foo.bar", in a generic markup language that is similar to GMLTM.. The present 
invention is equally applicable to other types of document preparation systems, 
including WYSIWYG word processors, and is independent of any specific file format 
(e.g., the file may be an HTML file or any other type file), see '505 col. 3, lines 54-61 ; 
compare with claim 20 "the reference material cited by the author in the manuscript is 
stored as a digital file ". 

In regard to dependent claim 21, '505 teaches, the tag repository can comprise 
a single, global tag repository stored on a single computer and accessed through 
network protocols such as HTTP (hypertext transfer protocol), in which case the access 
could be from an HTML-based browser. In another embodiment the tag repository can 
be distributed across multiple computers that permit access to the tags through a variety 
of means, such as Web browsers, remote procedure calls (RPC) and client-server 
engines, see '505 col. 2, lines 34-45; compare with claim 21 "receiving a copy of the 
digital file at the database from the communications network for storage; wherein 
transmitting a copy of the reference material from the database to the audience in 
response to the database receiving the request for a copy of the reference material from 
the audience includes transmitting a copy of the digital file to the audience ". 
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In regard to dependent claim 24, '505 teaches, each domain may be 
independently administered, be geographically dispersed, be on different computer and 
operating systems, and be connected by either a corporate intranet, or the public 
internet, networking infrastructure), see '505 col. 1, lines 66-67 through col. 2, lines 1-3; 
compare with claim 24 "the communications network is the Internet". 

In regard to Independent claim 1, is directed to a system for performing the 
method of claim 13, and is similarly rejected under the same rationale. 

In regard to dependent claim 2, is directed to a system for performing the 
method of claim 24, and is similarly rejected under the same rationale. 

In regard to dependent claim 3, is directed to a system for performing the 
method of claim 14, and is similarly rejected under the same rationale. 

In regard to dependent claim 4, is directed to a system for performing the 
method of claim 15, and is similarly rejected under the same rationale. 

In regard to dependent claim 5, is directed to a system for performing the 
method of claim 16, and is similarly rejected under the same rationale. 

In regard to dependent claim 6, is directed to a system for performing the 
method of claim 17, and is similarly rejected under the same rationale. 

In regard to dependent claim 9, is directed to a system for performing the 
method of claim 20, and is similarly rejected under the same rationale. 

In regard to independent claim 25, is directed to a system for performing the 
method of claim 13, and is similarly rejected under the same rationale. 
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Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 

all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed 
or described as set forth in section 1 02 of this title, if the differences between the 
subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was 
made. 

7. Claims 7-8, 10-12, 18-19, and 22-23 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Ebrahim, US Patent No. 5,970,505 issued Oct. 19, 1999 
filed Mar. 31, 1997(hereinafter '505), in view of Clark etal. Pub. No.: US 
2002/0152215 A1 Pub. Date. Oct. 17, 2002 filed Sep. 26, 2001 provisional No. 
60/243,259 filed Oct. 25, 2000 (hereinafter '259). 

In regard to dependent claims 18, and 19, '505 does not explicitly teaches, 
"the reference material cited by the author in the manuscript is an email", 
"receiving a copy of the e-mail at the database from the communications network 
for storage; wherein transmitting a copy of the reference material from the 
database to the audience in response to the database receiving the request for a 
copy of the reference material from the audience includes transmitting a copy of 
the e-mail to the audience" however '259 teaches, As shown in FIG. 17, the retailer 
206 transmits fulfillment information 324, such as a URL (Universal Resource Locator) 
link, to the consumer 208 for each purchased eBook. For example, the retailer 206 may 
include the URL in an e-mail message sent to the consumer 208 or may include the 
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URL in a dynamically constructed web-page that lists items requested by a consumer 
208, see '259 page 5, paragraph [0071]. 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to incorporate the teaching of '505 with '259. One of the ordinary 
skill in the art would have been motivated to modify this combination to utilize the e-mail 
feature of web-base (server/clients) for archiving reference material in a bibliography of 
a manuscript using a communications network, because, Much like an ordinary 
printed book, electronic books ("eBooks") can be used to present text and 
pictures to readers. Instead of ink and paper, however, an electronic book is a 
collection of digital data that software, known as an electronic book reader, can 
interpret and present on a display. A variety of devices run electronic book reader 
software such as personal computers, handheld personal digital assistants 
(PDAs), cellular phones with displays, and so forth. Electronic books can offer a 
variety of features not traditionally associated with print books. For example, 
instead of text and pictures, an electronic book may also store data used to 
present sound such as music and speech. Further, instead of still pictures, an 
electronic book can also present animated images. Additionally, by transmitting 
eBook data over a computer network, eBooks can be delivered to remote 
locations almost instantaneously, see '259 page 1, paragraph [0003] through [0004]. 

In regard to dependent claim 22, '505 does not explicitly teaches, "the 
reference material cited by the author in the manuscript is a paper book", however 
'259 teaches, A server 210 may provide a web-site that enables consumers and/or 
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publishers to request electronic books or "print-on-demand" hard copies of a title, see 
'259 page 5, paragraph [0069]. 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to incorporate the teaching of '505 with '259. One of the ordinary 
skill in the art would have been motivated to modify this combination to offer to 
audiences the choices of reference material cited by the author in the manuscript is a 
paper book or electronic files, because, Much like an ordinary printed book, 
electronic books ("eBooks") can be used to present text and pictures to readers. 
Instead of ink and paper, however, an electronic book is a collection of digital 
data that software, known as an electronic book reader, can interpret and present 
on a display. A variety of devices run electronic book reader software such as 
personal computers, handheld personal digital assistants (PDAs), cellular phones 
with displays, and so forth. Electronic books can offer a variety of features not 
traditionally associated with print books. For example, instead of text and 
pictures, an electronic book may also store data used to present sound such as 
music and speech. Further, instead of still pictures, an electronic book can also 
present animated images. Additionally, by transmitting eBook data over a 
computer network, eBooks can be delivered to remote locations almost 
instantaneously, see '259 page 1, paragraph [0003] through [0004]. 

In regard to dependent claim 23, '505 does not explicitly teaches, 
"receiving an electronic scanned copy of the paper book at the database from the 
author via the communications network for storage; wherein transmitting a copy 
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of the reference material from the database to the audience in response to the 
database receiving the request for a copy of the reference material from the 
audience includes transmitting a copy of the electronic scanned copy of the 
paper book to the audience", however '259 teaches, the user interface also enables 
a publisher to select a method of delivering content 278 to the server. For example, a 
publisher can select file upload over the Internet, physical delivery of a computer 
readable medium (e.g., a CD-ROM or floppy), or a hard copy for scanning or other 
conversion into electronic form. The publisher can similarly specify 279 a mechanism for 
uploading a book cover image, see '259 page 3, paragraph [0036]. 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to incorporate the teaching of '505 with '259. One of the ordinary 
skill in the art would have been motivated to modify this combination to offer to 
audiences the choices of reference material cited by the author in the manuscript is a 
paper book or electronic files, because, Much like an ordinary printed book, 
electronic books ("eBooks") can be used to present text and pictures to readers. 
Instead of ink and paper, however, an electronic book is a collection of digital 
data that software, known as an electronic book reader, can interpret and present 
on a display. A variety of devices run electronic book reader software such as 
personal computers, handheld personal digital assistants (PDAs), cellular phones 
with displays, and so forth. Electronic books can offer a variety of features not 
traditionally associated with print books. For example, instead of text and 
pictures, an electronic book may also store data used to present sound such as 
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music and speech. Further, instead of still pictures, an electronic book can also 
present animated images. Additionally, by transmitting eBook data over a 
computer network, eBooks can be delivered to remote locations almost 
instantaneously, see '259 page 1, paragraph [0003] through [0004]. 

In regard to dependent claim 7, is directed to a system for performing the 
method of claim 18, and is similarly rejected under the same rationale. 

In regard to dependent claim 8, and 10 are directed to a system for performing 
the method of claim 19, and is similarly rejected under the same rationale. 

In regard to dependent claim 11, is directed to a system for performing the 
method of claim 22, and is similarly rejected under the same rationale. 

In regard to dependent claim 12, is directed to a system for performing the 
method of claim 23, and is similarly rejected under the same rationale. 



Conclusion 

8. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Cohen et al. U.S. Patent No. 5,367,621 issued 1 1/22/1994 filed 09/06/1991 
Hobbs U.S. Patent No. 5,987,454 issued 1 1/16/1999 filed 06/09/1997 

Herz U.S. Patent No. 6,460,036 B1 issued 10/01/2002 filed 12/05/1997 

Clark et al. U.S. Pub No. 2002/0152215 A1 issued 10/17/2002 filed 09/26/2001 
Clark et al. Related U.S. Application provisional No. 60/243,259 filed 10/25/2000 
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9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Quoc A. Tran whose telephone number is (703) 305- 
8781. The examiner can normally be reached on Monday through Friday from 8:30AM 
to 5:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph H. Feild can be reached on (703) 305-9792. The fax phone number 
for the organization where this application or proceeding is assigned is (703) 872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Quoc A. Tran 



y30SEPH FEILD 
SUPERVISORY PATENT EXAMINER 




Patent Examiner 



Technology Center 2176 
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